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DETAILED ACTION 



1. Claims 1-5, 8-10, 12, 13, 15-26, and 28-38 are pending in the application. 



Claim Rejections - 35 USC § 101 
2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



3. As to claims 12-19, the claims are rejected under U.S.C. 101 as the claimed 
"device" is software per se, as it is not tangibly embodied, failing to recite any hardware 
as part of the device. The supporting hardware features of the device, as disclosed in 
the specification, need to be brought into the claims in order to overcome the 35 U.S.C. 
101 rejection. 



Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/705,754 
Art Unit: 2193 



Page 3 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-5 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bates et al. (hereafter Bates(l))(US Pat. 6,077,312) in view of Bates et al. 
(hereafter Bates(ll))(US Pat. 6,493,834). 

6. Bates(l) and Bates(ll) were cited in the previous oftice action dated 03/13/2007. 

7. As to claim 1, Bates(l) discloses one or more processor-accessible storage 
media comprising processor executable instructions that, when executed, direct a 
device to perform actions (abstract, lines 1-5), comprising: 

Determining if an instruction of a line of common intermediate language code 
meets predetermined related criterion (Column 2, lines 4-12 and lines 40-45 disclose in 
object-oriented type of programming, which resembles the type of code of common 
intemnediate language, determining if instructions meet a predetermined criteria.); and 

If so injecting a decision point in association with the instruction of the line of 
common intennediate language code (Column 3, lines 10-18 disclose utilizing 
breakpoints (decision points) with the instructions that meet predetermined criteria.); 
and an instruction type indicator that indicates an instruction type for the line of common 
intermediate language code (Column 6, lines 3-23 disclose instructions being analyzed 
to determine a routine and specific instruction, thus implicitly determining the type of 
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instruction, and placing an indicator would have been obvious to one of ordinary skill in 
the art in order to identify the specific routines and instructions thereof.). 

8. Bates(l) does not disclose that the predetermined criterion is exception-related 
criterion; the decision point enables a decision as to whether an exception is to be 
thrown with respect to the instruction; and wherein the action of injecting a decision 
point comprises an action of injecting a bookmark entry. 

However, Bates(ll) discloses that the predetermined criterion is exception-related 
criterion (Column 4, lines 19-22 disclose exception related instructions); the decision 
point enables a decision as to whether an exception is to be thrown with respect to the 
instruction (column 6, lines 57-59); and wherein the action of injecting a decision point 
comprises an action of injecting a bookmark entry (Column 7, lines 1-3 disclose a 
breakpoint manager, thus being analogous to the bookmark entry that discloses details 
of the Instruction.). 

9. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Bates(l), by utilizing exception related 
instructions and a bookmark entry, as taught by Bates(ll), for the benefit of creating 
more resourceful methods and tools used in the debugging and testing of computer 
programs (Bates(ll), column 2, lines 14-17). 



Application/Control Number: 10/705,754 Page 5 

Art Unit: 2193 

10. As to claim 2, Bates(l I) discloses retrieving the line of common intermediate 
language code from a common intermediate language code program prior to the 
determining (Step 920, fetch next instruction, of figure 9 discloses retrieving the 
instruction before interpreting (detemiining).); retrieving another line of common 
intermediate language code from the common intermediate language code program 
(Step 910 of figure 9 discloses checking for more lines of instructions, if so fetching or 
retrieving them.); and repeating the action of determining and the action of injecting a 
decision point for an instruction of the retrieved other line of common intermediate 
language code (column 9, line 67-column 10, line 10). 

11. As to claim 3, Bates(ll) discloses determining if the instruction of the line of 
common intermediate language code is capable of throwing an exception (column 10, 
lines 5-10). 

12. As to claim 4, Bates(ll) discloses determining if the instruction of the line of 
common intermediate language code is capable of throwing an exception (column 10, 
lines 5-10) and is related to a pre-selected area (column 8, lines 58-67). 

13. As to claim 5, Bates(ll) discloses determining if the instruction of the line of 
common language code is capable of throwing an exception with reference to a 
common intermediate language code specification (column 8, lines 58-61 and column 9, 
lines 12-14). 
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14. As to claim 8, Bates(ll) discloses an Identifier that uniquely identifies the 
decision point within the common Intermediate language code that is being 
Instrumented (column 1 1 , lines 43-48), 

15. Claims 10 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bates(l) in view of Bates(ll) as applied to claim 1 above, and further in view of 
Angel etal. (hereafter Angel)(US Pat. 6,314,558). 

16. Angel was cited in the previous office action dated 03/13/2007. 

17. As to claim 10, The combination of Bates(l) and Bates(ll) disclose repeating the 
actions of determining and injecting a decision point for a plurality of respective 
instructions of a plurality of respective lines of the code (Bates(ll) column 9, line 64- 
column 10, line 10). 

18. The^combination of Bates(l) and Bates(ll) do not disclose an instrumentation tool 
that produces instrumented common intermediate language code from common 
Intermediate language code (column 3, lines 16-20). 
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However, Angel discloses an instrumentation tool that produces instrumented 
common intermediate language code from common intemiediate language code 
(column 3, lines 16-20). 

1 9. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Bates(l) and Bates(ll), by producing 
common instrumented intermediate language code, as taught by Angel, in order to 
facilitate debugging. 

20. As to claim 28, the combination of Bates(l) and Bates (II) disclose one-or more 
processor-accessible storage media comprising an instrumentation tool that is capable 
of detemiining whether respective instructions from common intermediate language 
code meet at least one predetermined criterion (Bates(l) column 2, lines 4-12 and lines 
40-45 disclose in object-oriented type of programming which resembles the type of code 
of common intermediate language, determining if instructions meet a predetermined 
criteria.) and that is adapted to inject respective decision points into the common 
intermediate language code in association with the respective instructions that meet the 
at least one predetermined related criterion (Bates(l) column 3, lines 10-18 disclose 
utilizing breakpoints (decision points) with the instructions that meet predetermined 
criteria.); and that the predetermined related criterion is predetermined exception- 
related criterion (Bates(ll) column 4, lines 19-22 disclose exception related instructions), 
each injected respective decision point including an identifier of the injected respective 
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decision point (Bates (II) column 11. lines 43-48) and a call to a program that can 
selectively cause an exception to be thrown with respect to the respective associated 
instruction (Bates(ll) column 9. line64-column 10, line 10.); and each injected respective 
decision point including an indication of an instruction type of the respective associated 
instruction (Column 6, lines 3-23 disclose instructions being analyzed to determine a 
routine and specific instruction, thus implicitly determining the type of instruction, and 
placing an indicator would have been obvious to one of ordinary skill in the art in order 
to identify the specific routines and instructions thereof.). 



21. Claims 12, 13, and 15-26, 29-31, 33, 34, and 36-38 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Bates(ll) in view of Angel and Bates(l). 

22. As to claim 12, Bates(ll) discloses code that includes a test couplet 
corresponding to a decision point and an associated instruction (Inherent in column 6, 
lines 57-59 and column 10, lines 14-36 as the decision point (breakpoint) always 
corresponds to an instruction, thus forming a couplet.) and to evaluate the test couplet 
to selectively decide whether to throw an exception with respect to the associated 
instruction (column 9, lines 12-14 and column 10, lines 5-10.); a bookmark entry 
(Column 7, lines 1-3 disclose a breakpoint manager, thus being analogous to the 
bookmark entry that discloses details of the instruction.) and an identifier of the decision 
point (column 1 1 , lines 43-48). 
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23. Bates(ll) does not disclose tliat tlie code is an instrumented common 
intermediate language code; a decision runtime library that is adapted to evaluate the 
test couplet; a common language runtime component that interprets the decision point 
so as to call the decision runtime library prior to executing the associated instruction. 

However, Angel discloses that the code is an Instrumented common intermediate 
language code (column 3, lines 16-20); a decision runtime library that is adapted to 
evaluate the test couplet (column 18, lines 16-19); and a common language runtime 
component that interprets the decision point so as to call the decision runtime library 
prior to executing the associated instruction (column 18, lines 27-33). 

24. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Bates(ll), by incorporating a runtime 
library, as taught by Angel, for the benefit of being able to perfonn the evaluating and 
instrumentation methods during runtime. 

25. The combination of Bates(ll) and Angel do not disclose the bookmark entry 
comprises an indication of an instruction type of the associated instruction. 

However, Bates(l) discloses the bookmark entry comprises an indication of an 
instruction type of the associated instmction (Column 6, lines 3-23 disclose instructions 
being analyzed to determine a routine and specific instruction, thus implicitly 
determining the type of instruction, and placing an indicator would have been obvious to 
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one of ordinary sl^ill in the art in order to identify the specific routines and instructions 
thereof.). 

26. Therefore, It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Bates(ll) and Angel, by detemnining the 
instruction type, as taught by Bates(l), in order to be able to specifically identify routines 
and instructions to be used. 

27. As to claim 13, Bates(ll) further discloses the instrumented common language 
code is in a binary form (column 19, lines 38-41). 

28. As to claim 15, Bates(ll) discloses to evaluate the test couplet to selectively 
decide whether to throw an exception responsive to the bookmark entry (column 6, lines 
57-59 and column 10, lines 5-10), and Angel discloses the decision runtime library is 
further adapted to evaluate the test couplet (column 18, lines 10-33). 

29. As to claim 16, it is rejected in the same manner as claim 15 above, in addition, 
Bates(ll) further discloses whether to throw an exception based on throw exception logic 
(column 10, lines 37-55). 

30. As to claim 17, Bates(ll) further discloses to throw an exception based on at 
least one throw exception decision logic factor selected from the group comprising: 
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Throwing an exception when first encountering a given decision point using an identifier 
of the given decision point (column 10, lines 37-55). 

31 . As to claim 1 8, Bates(ll) discloses to evaluate the test couplet to selectively 
decide whether to throw an exception (column 6, lines 57-59 and column 10, lines 5- 
10), and Angel discloses decision runtime library is further adapted to evaluate the test 
©ouplet (column 18, lines 10-33) and that it responsive to the indication of the instruction 
type (column 9, lines 28-32). 

32. As to claim 19, Bates(ll) discloses modularizing by exception category (column 

8, lines 60-62), and Angel discloses a modularized decision runtime library (column 1 8, 
lines 16-19). 

33. As to claim 20, the combination of Bates(ll), Angel, and Bates(l) disclose an 
arrangement for enabling reliability testing of managed code (Bates(ll), column 5, line 
65-column 6, line 8), the arrangement comprising: 

A plurality of decision points and decision means for deciding whether to throw 
an exception at each decision point of the plurality of decision points (Bates(ll), column 

9, line 64-column 10, line 36), instrumenting means for instrumenting common 
intermediate language code to produce instrumented common intemiediate language 
code (Angel, column 3, lines 16-20); and analysis means for analyzing whether 
individual Instructions of a plurality of instructions can result in a failure (Bates(ll), 
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column 9, line 67-column 10, line 10) and injection means for injecting a respective 
decision point in association with each respective individual instruction (Bates(ll), 
column 10, lines 14-36). and the plurality of instructions is of common intermediate 
language code (Angel, column 3, lines 16-20); and means for injecting a respective 
bookmark entry that indicates an instruction type of the respective individual instruction 
associated with respective decision point (Bates(l) column 6, lines 3-23 disclose 
instructions being analyzed to detemiine a routine and specific instruction, thus implicitly 
detemiining the type of instruction, and placing an indicator would have been obvious to 
one of ordinary skill in the art in order to identify the specific routines and instructions 
thereof.) and a plurality of decision points and decision means for deciding whether to 
throw an exception at each decision point of the plurality of decision points (Bates(ll), 
column 9, line 64-column 10, line 36). 

34. As to claims 21 and 22, Bates(ll) discloses means the respective bookmark 
entry further identifies the respective decision point and means for injecting a call at 
least one module that is capable of evaluating the respective decision point with regard 
to whether a failure is to be induced (column 10, lines 14-36 disclose the induced failure 
due to the decision point, or thrown exception due to breakpoint). 

35. As to claim 23, Angel discloses common language runtime means for executing 
the instrumented common intermediate language code and the decision means in a 
runtime environment (abstract, lines 1-19). 
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36. As to claim 24, Bates(ll) discloses the decision means at each decision point of 
the plurality of decision points being called (Column 9, line 64-column 10, line 10 
disclose making a decision, by interpreting each instruction, if an exception throw is 
possible and thus inserting breakpoints (decision points).), and Angel discloses that the 
common language runtime means calls the decision means (column 3, line 66-column 
4, line 8). 

37. As to claim 25, it is rejected in the same manner as claim 16 above. 

38. As to claim 26, Bates(ll) further discloses the arrangement comprises at least 
one device having processor-accessible storage media (column 5, line 65-column 6, 
line 8 and column 6, lines 34-45). 

39. As to claim 29, the combination of Bates(ll), Angel, and Bates(l) disclose 
detennining whether an instruction is capable of causing an exception (Bates(ll), 
column 10, lines 3-10); and if so, injecting a decision point in association with the 
instruction to mark the instruction for evaluation during execution (Bates(ll), column 10, 
lines 8-10 disclose Implementing a breakpoint (decision point) if the instruction can 
throw an exception), the evaluation involving a decision as to whether a failure is to be 
induced with respect to the instruction (column 10, lines 14-36 disclose the induced 
failure due to the decision point, or thrown exception due to breakpoint), and the 
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instruction is from common intermediate language code and tlie evaluation is during a 
common language runtime execution (Angel, Column 3, lines 16-20 discloses selecting 
portions of byte code to be instrumented. Common intermediate language code Is a 
form of byte code); and the injecting a decision point comprises injecting an indicator of 
an instruction type of the instruction (Bates(l) column 6, lines 3-23 disclose instructions 
being analyzed to determine a routine and specific instruction, thus implicitly 
determining the type of instruction, and placing an indicator would have been obvious to 
one of ordinary skill in the art In order to identify the specific routines and instructions 
thereof.) 

40. As to claim 30, Bates(ll) further discloses determining whether the instruction 
from the common intennediate language code is capable of causing an exception 
(column 10, lines 5-10) and is related to a pre-selected exception category (column 8, 
lines 58-62). 

41 . As to claim 31, Bates(ll) discloses injecting a identifier of the decision point 
(column 1 1 , lines 43-48). 

42. As to claim 33, Bates(ll) further discloses one or more processor-accessible 
storage media comprising processor-executable instructions that, when executed, direct 
a device to perform the method recited in claim 29 (column 6, lines 34-45). 
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43. As to claim 34, Bates(ll) discloses repeating the determining and injecting a 
decision point for a plurality of instructions (column 9, line 67-column 10, line 5), and 
Angel discloses that the plurality of instructions are from the common intermediate 
language code (column 3, lines 16-18 disclose instrumenting byte code) and producing 
instrumented common language code as a result of the repeating (column 3, lines 1 8- 
20). 

44. As to claim 36, Bates(ll) further discloses selectively deciding whether the 
execution is to fail at the decision point (column 10, lines 14-36 disclose the induced 
failure due to the decision point, or thrown exception due to breakpoint). 

45. As to claim 37, Bates(ll) further discloses if it is decided at the selectively 
deciding that the execution is to fail at the decision point, then choosing which exception 
of at least two exceptions is to be thrown (column 9, lines 12-14). 

46. As to claim 38, Bates(ll) further discloses if it is decided at the selectively 
deciding that the execution is to fail at the decision point, then including a failure in the 
execution of the common language runtime with respect to the instruction (column 10, 
lines 14-36. 



Application/Control Number: 10/705,754 Page 16 

Art Unit: 2193 

47. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bates(l) 
in view of Bates(ll), applied to claim 1 above and further in view of Inamdar (US Pub. 
2003/0149960). 

48. Inamdar was cited in the previous office action dated 03/13/2007. 

49. As to claim 9, Bates(l) and Bates(ll) disclose a program that is adapted to 

evaluate whether the exception is to be thrown with respect to the instruction (Bates(ll) 
column 9, line 67-column 10, line 10). 

50. Bates(l) and Bates(ll) do not disclose injecting a call to a decision runtime library 
and the decision runtime library comprising the program that does the evaluating. 

However, Inamdar discloses injecting a call to a decision runtime library and the 
decision runtime library comprising the program that does the evaluating ([0022], lines 
1-18 and [0040], lines 6-8 disclose instrumenting code into instructions based on a 
probe and runtime library, thus reading on injecting a call to a runtime library in order to 
evaluate instructions). 

51 . Therefore, it would have been obvious to one of ordinary skill in the art at the 
tirrie of the invention to modify the teachings of Bates(l) and Bates(ll), by implementing 
a runtime library used in code instrumentation, as taught by Inamdar, for the benefit of 
performing the evaluating and instrumentation methods during runtime. 



Application/Control Number: 10/705,754 
Art Unit: 2193 



Page 17 



52. Claims 32 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bates(ll), Angel, and Bates(l), as applied to claim 29 above, and further in view of 
Inamdar. 

53. As to claim 32, the combination of Bates(ll), Angel, and Bates(l) do not disclose 
injecting a call to at least one module of a decision runtime library that is adapted to 
perform the evaluation. 

However, Inamdar discloses injecting a call to at least one module of a decision 
runtime library that is adapted to perform the evaluation ([0022], lines 14-17). 

54. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the teachings of Bates(ll), Angel, and Bates(l), by 
injecting a call to a module of a runtime library, as taught by Inamdar, for the benefit of 
performing the evaluating and instrumentation methods during runtime. 

55. As to clainfi 35, the combination of Bates(ll), Angel, Bates(l), and Inamdar 
disclose detecting the decision point (Bates(ll), column 11, lines 43-48) in the 
instrumented common intermediate language (Angel, column 3, lines 16-20) during the 
execution thereof, and calling at least one module of a decision runtime library, which is 
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adapted to perform the evaluation, as a result of the detecting (Inamdar, [0022], lines 
10-17). 

Response to Arguments 

56. Applicant's arguments with respect to claims 1-5, 8-10, 12, 13, 15-26, and 28-38 
have been considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Yaary whose telephone number is (571) 270- 
1249. The examiner can normally be reached on Monday-Friday, 8:00 a.m - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Meng-Ai An can be reached on (571) 272-3756. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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